REMARKS/ARGUMENTS 



Applicant responds herein to the Office Action dated June 28, 2007. 

Claims 1-19 are in the application, with claims 3-9, 11,12 and 14-17 having been 
withdrawn, and claims 18 and 19 being newly added, with applicant reserving the right to re- 
instate the withdrawn claims upon the finding of allowable subject matter or by refiling in a 
divisional application. 

In the Official Action, the Examiner rejected claim 10 under 35 U.S.C. §112, second 
paragraph as being indefinite for insufficient antecedent basis for a limitation. This has been 
corrected with the above amendment and the Examiner is accordingly requested to review and 
withdraw the rejection. 

Claim 1 was rejected under 35 USC 102(b) as being anticipated by the Hirt publication. 
Claims 10 and 14 (presumably claim 13 and not claim 14 since claim 14 was withdrawn) were 
rejected under 35 USC 102(b) as being anticipated by Watanabe. Claim 1 was further 
provisionally rejected on the ground of nonstatutory obviousness-type double patenting as being 
unpatentable over claims 1, 2, 4, 6, 7, 9, 10, 13, 15, 18-23, 26 and 27 of co-pending application 
serial number 10/616,518. Claim 2 was objected to as being allowable but being dependent on a 
rejected base claim. 

In response to the above, claim 2 has been rewritten into independent form and is 
accordingly in condition for allowance with such favorable action being respectfully requested. 

It is submitted that the present invention, as claimed, comprises a calculus manipulation 
apparatus having two transmission probes. The second transmission probe, which is capable of 
being passed through the hollow portion of the first transmission probe, has a piercer section on 
the distal end portion which is stabbed into the calculus, and to which ultrasonic vibration is 
transmitted from a second ultrasonic generator element, and a calculus fixing section to fix the 
calculus to the distal end portion. 

With respect to the rejection of claims 1, 10, and 13, claim 1 includes ". . .a calculus 
fixing section which fixes the calculus to the distal end portion. . .". Claim 10 requires, ". . .a 
calculus capturing section capable of capturing the calculus as an object of manipulation on a 
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distal end portion of an insert section to be inserted into the lumen. . .". Claim 1 3 has, ". . .fixing 
means which fixes the calculus in a position near the distal end of the endoscope channel. . .". 

New claims 18 and 19 have been added to specifically claim such features. None of the 
cited references have anything which could be remotely considered to be a calculus fixing 
section or a calculus capturing section or fixing means and are, at the very least, not anticipatory 
of the present invention. In addition, the respective disclosures of the cited Hirt and Watanabe 
references do not even suggest any kind of fixation and, in fact, the operation of the Hirt and 
Watanabe reference is antithetical to any fixation as presently claimed. 

Specifically, Hirt's device operates by means of a device having a combination of 
ultrasonic function and pressure pulse fragmentations exerted by an impact probe 20. Contrary to 
the Examiner's assertion, Hirt's element 20 is not an ultrasound element but is, in fact, an impact 
probe driven by an impact member 22 (paragraphs 0014-0017). Hirt discloses two piezo-electric 
discs 1 and 2 and two probes 8 and 20. However, the discs which provide the ultrasonic source, 
are not respectively connected to each of the separate probes, as required in the present claims. 
Hirt's device does not accordingly embody separate first and second ultrasonic generator 
elements. In addition, since the operation of pictured probe 20 (relied on by the Examiner) is that 
of an impact fragmentation, calculus fixing thereon is not even operationally possible and 
accordingly no element is disclosed showing any type of fixing. The anticipation rejection is 
inapposite as would be any modification to provide a calculus fixing section as presently claimed 
since this would actually obviate the operational function of the Hirt device and any modification 
would be taught away from. Since the second probe of Hirt is not provided with ultrasonic 
vibration there is no stabbing, as required in the present claims, and no piercing section. There is 
no inherent capability of such stabbing, in the absence of Hirt describing some capability of the 
distal end of probe 20 of being able to pierce the calculus, and there is certainly no disclosure, 
even inherently, of a calculus fixing section of the probe. Hirt therefore does not disclose or even 
teach the constituent features of stabbing the piercer section of the second transmission probe 
into the calculus, fixing the calculus to the calculus fixing section on the distal end portion of the 
second transmission probe, and crushing the calculus by the ultrasonic vibration in a state 
wherein the tip manipulator element, provided on the distal end portion of the first transmission 
probe, abuts on the calculus and therefore the Hirt device has a different structure from that 



{00870477.3} 



8 



claimed. There is thus neither an anticipation by Hirt of all the presently claimed elements nor is 
there any basis for modification as described above. The Examiner is accordingly requested to 
review and withdraw the rejection based on the Hirt reference. 

The Watanabe reference discloses a lithotriptor device for crushing the calculus. To this 
effect the Watanabe lithotriptor device contains an explosive charge which is only brought 
proximate to the calculus and does not capture or have any fixing means relative to the calculus. 
The description of Figure 4 of Watanabe, cited by the Examiner, as providing a calculus 
capturing section, is incorrect. The embodiment of Figure 4 is neither a piercing member for the 
calculus nor a capturing member of the calculus. Instead the sharp angled tip punctures a body 
wall and, as described at column 4, lines 11-21: 

". . . As for the method for crushing the urinary bladder calculus by means of the device 
mentioned above, a triggering agent (8") and explosive (9 M ) are charged in said chamber 
(2") and abdominal wall is punctured until the tip thereof is approached to be faced 
with a calculus in the urinary bladder, observing the position of the calculus in the 
urinary bladder by means of roentgenography or watching directly the position of the 
calculus in such a way as inserting a cystoscope through the urethra, and then said 
explosive (9 M ) are made explode in order to smash the calculus into small pieces. . ." 

The calculus is not pierced or even held in any manner, but simply smashed by proximate 
explosion. Watanabe does not disclose the presently claimed invention nor would any 
modification be of any use to Watanabe' s invention and would actually impede the operation 
thereof by blocking the requisite breakage of thinned section 4" to expose the calculus to the 
explosive necessary for fragmentation. The Watanabe device is therefore different in structure 
from that of claims 10 and 13 and does not anticipate such claims nor is there any basis for 
modification as described above. The Examiner is accordingly further requested to review and 
withdraw the rejection of claims 10 and 13 based on the Watanabe reference. 

With respect to the rejection based on provisional double patenting it is submitted that 
except for claim 1 and 21, all of the other claims cited by the Examiner have been cancelled from 
the co-pending application. Remaining claims 1 and 21 do not claim calculus capturing, calculus 
fixing sections or calculus fixing means. In addition, the co-pending application relates to a 
device which comprises a single probe and is unrelated to that of the presently claimed invention 
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with two probes. There is accordingly no basis for an obviousness double patenting rejection ab 
initio and the Examiner is requested to review and withdraw such rejection. 

In view of the above amendment and discussion, all of the claims are patentable over the 
cited prior art and prior application and are in condition for allowance with such favorable action 
being respectfully solicited. 

Accordingly, the Examiner is respectfully requested to reconsider the application, allow 
the claims as amended and pass this case to issue. 



Respectfully submitted, 
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